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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^l Responsive to communication(s) filed on 14 July 2009 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-23 is/are pending in the application. 

4a) Of the above claim(s) 10-12, 16-23 is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) |EI Claim(s) 1-9 and 13-15 is/are rejected. 

7) \Z\ Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 30 May 2006 is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)|E| All b)Q Some * c)Q None of: 

1 0 Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.^ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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This application is a 371 of PCT/ JP04/17507 (filed 
11/25/04). The preliminary amendment filed 05/30/06 is entered. 
Claims 1-23 are pending. 

The Drawings filed 05/30/06 are approved by the examiner. 

The IDS statements filed 08/16/06 and 12/07/07 have been 
considered. Initialed copies accompany this action. 

The listing of references in the specification is not a 
proper information disclosure statement. 37 CFR 1.98(b) 
requires a list of all patents, publications, or other 
information submitted for consideration by the Office, and MPEP 
§ 609.04(a) states, "the list may not be incorporated into the 
specification but must be submitted in a separate paper." 
Therefore, unless the references have been cited by the examiner 
on form PTO-892 or by applicant on form PTO-1449, they have not 
been considered. 

The abstract of the disclosure is objected to because it is 
more than one paragraph. Correction is required. See MPEP 
§ 608 . 01 (b) . 

The lengthy specification has not been checked to the 
extent necessary to determine the presence of all possible minor 
errors. Applicant's cooperation is requested in correcting any 
errors of which applicant may become aware in the specification. 
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Applicant's election with traverse of Group I in the reply 
filed on 07/14/09 is acknowledged. The traversal is on the 
ground (s) that there is not a serious burden on the Office to 
examine the groups in one application. This is not found 
persuasive because, as stated in the restriction requirement, 
the searches required for these distinct groups are not 
coextensive . 

The requirement is still deemed proper and is therefore 
made FINAL. 

The following is a quotation of the second paragraph of 35 
U.S.C. 112: 

The specification shall conclude with one or more claims particularly 
pointing out and distinctly claiming the subject matter which the applicant 
regards as his invention. 

Claim 15 is rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as 
the invention. 

Regarding claim 15, the phrase "such as" renders the claim 
indefinite because it is unclear whether the limitations 
following the phrase are part of the claimed invention. See 
MPEP § 2173.05 (d) . 
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The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or 
described in a printed publication in this or a foreign country, before the 
invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or 
a foreign country or in public use or on sale in this country, more than one 
year prior to the date of application for patent in the United States. 

The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere 

Co., 383 U.S. 1, 148 USPQ 459 (1966), that are applied for 

establishing a background for determining obviousness under 35 

U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2 . Ascertaining the differences between the prior art and 
the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent 
art . 

4. Considering objective evidence present in the 
application indicating obviousness or nonobviousness . 

This application currently names joint inventors. In 



considering patentability of the claims under 35 U.S.C. 103(a), 
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the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered 
therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 CFR 1.56 to 
point out the inventor and invention dates of each claim that 
was not commonly owned at the time a later invention was made in 
order for the examiner to consider the applicability of 35 
U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior 
art under 35 U.S.C. 103(a). 

Claims 1-9 and 13-15 are rejected under 35 U.S.C. 102(b) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as 
obvious over Geng et al (Solution properties of doped 
polyaniline) or Cao et al (Effect of Solvents and Co-solvents...) . 

Geng discloses (Abstract) : 

Solution properties of polyaniline (PAn) doped by campharsuifonlc acid (CSA) were examined. PAn-CSA 
behaves like a poiyeiectrolyte to different extents depending on the solvent used- In an rn-cresol/chlorofonn 
solution. PAn-CSA exhibits an expanded chain conformation because of its polyelecffolyfcle properties. Dilute 
and concentrated solution properties of PAn-CSA Indicate that PAn-CSA Is a semirigid polymer which has 
strong interchain interactions.. 

Cao discloses (Abstract) : 

Fully prctonated polyaniline (ratio H + /PhN - 0.5) can be dissolved in organic sol vena only in the case when the PANI-(acid)o.5 
complex is solvaied by at Seast an additional 0.5 mole of solvating agent per PAN! unit (PhN). For solvents with strong hydrogen bonding 
ability, this solvating ttgsnd cm be the solvent itself. Alternatively, either an extra amount of protonic acid or some neutral surfactant-type 
compounds (with a strong hydrogen bonding group on one side and an organic tail compatible with solvent on (he other side) can be used. 
Depending on the choice of solvent and co-solvent, the electrical conductivity of films cast from the corresponding solution can be much 
higher or lower than that of the initial PAN! powder. The solvating ligand can be removed after processing without significant reduction of 
the conductivity of resulting polyaniline films. 

Table 3 specifically discloses PANI-CAS dissolved in 



chlorobenzene/m-cresol . 
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The references, each which disclose protonated polyaniline 
dissolved in water-immiscible solvent and contain additional 
cresol, specifically or inherently meet each of the claimed 
limitations . 

The reference is anticipatory. 
Additionally, it is noted that instant claims 9 and 13-15 are 
"product-by-process" claims drawn to the subsequently formed 
material. "[E]ven though product-by-process claims are limited 
by and defined by the process, determination of patentability is 
based on the product itself. The patentability of a product does 
not depend on its method of production. If the product in the 
product-by-process claim is the same as or obvious from a 
product of the prior art, the claim is unpatentable even though 
the prior product was made by a different process." In re 
Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). 
Once the examiner provides a rationale tending to show that the 
claimed product appears to be the same or similar to that of the 
prior art, although produced by a different process, the burden 
shifts to applicant to come forward with evidence establishing 
an unobvious difference between the claimed product and the 
prior art product. In re Marosi, 710 F.2d 798, 802, 218 USPQ 
289, 292 (Fed. Cir. 1983) . 
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In the event that any minor modifications are necessary to 
meet the claimed limitations, such as selection of a particular 
protonic dopant, such modifications are well within the purview 
of the skilled artisan. 

Claims 1-5 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Levon (5,772,923). 

Levon discloses solution which comprises: a non-polar 
organic solvent, such as an aliphatic hydrocarbon solvent, like 
hexane; polyaniline; and an effective amount of an amphiphilic 
phenol-containing reagent, which can be a monomeric compound or 
a phenol-containing polymer, for the solubilization of the 
polyaniline in the solvent. The alkyl substituent in the phenol- 
containing reagent, if monomeric, can contain from about six to 
about twelve carbon atoms, with a preferred solubilizer being 
dodecylphenol (Abstract; Col 2, lines 10-25). The reference 
specifies protonated (emeraldine salt) form of PANI (Col 1, line 
65 to Col 2, line2), and further discloses water-insoluble 
organics such as hexane (Example 1). The reference specifically 
or inherently meets each of the claimed limitations. 

The reference is anticipatory. 

In view of the foregoing, the above claims have failed to 
patentably distinguish over the applied art. 
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The remaining references listed on forms 892 and 1449 have 
been reviewed by the examiner and are considered to be cumulative 
to or less material than the prior art references relied upon in 
the rejection above. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Mark 
Kopec whose telephone number is (571) 272-1319. The examiner 
can normally be reached on Monday - Friday from 9:30 AM to 6:00 
PM. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Harold Pyon can be 
reached on (571) 272-1498. The fax phone number for the 
organization where this application or proceeding is assigned is 
571-273-8300 . 
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Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 

(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . If you would 
like assistance from a USPTO Customer Service Representative or 
access to the automated information system, call 800-786-9199 

(IN USA OR CANADA) or 571-272-1000. 

/Mark Kopec/ 

Primary Examiner, Art Unit 
1796 

MK 

October 11, 2009 



